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Status 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 
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6) n Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 , 85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fdmi PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

RE: Terness et al. 

Election/RBStrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of Inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I. claim(s) 1-6, and 8-10, drawn to a surface glycoprotein. 

Group II, claim 7, drawn to a method of making the surface glycoprotein. 

Group III, claim(s) 11-15, drawn to a nucleic acid molecule encoding a surface 
glycoprotein ACA, an expression vector comprising the nucleic acid 
molecule, a host cell transformed with the expression vector. 

Group IV, claim 16, a process for producing a surface glycoprotein ACA comprising 
culturing a transformed host cell. 

Group V, claim(s) 1 7-1 8, and 24, drawn to an antibody to a surface glycoprotein. 

Group VI, claim 19, 20 and 23, drawn to a method for the diagnosis of a tumor 

associated with overexprssion of ACA or a predisposition for such a tumor 
using an antibody. 

Group VII, claim(s) 21 , drawn in part to a pharmaceutical composition containing a 

compound capable of reducing or eliminating the expression of the nucleic 
acid sequence encoding the surface glycoprotein ACA. 

Group VIII, claim(s) 21 , drawn in part to a pharmaceutical composition containing a 
compound capable of reducing or eliminating the biological activity of 
ACA. 

2. The inventions listed as Groups l-VIII do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 



Application/Control Number: 1 0/524, 1 68 Page 3 

Art Unit: 1643 

corresponding special technical features for the following reasons: the special technical 
feature linking the Groups l-VIII appears to be the surface glycoprotein comprising the 
following features: a) it is GPI-anchored on the cell surface; b) it can be removed from 
the cell membrane by treatment with PI-PLC; and c) its GPI-anchor is characterized by 
a non-acetylated inositol ring and diacyl glycerol as lipid tall of the anchor (see claim 1). 
The surface glycoprotein of claim 1 cannot be a special technical feature under PCT 
Rule 13.2 because it is shown in the prior art. US 5,519,120 (Date of Patent: 
5/21/1996) teaches a GPI-anchored protein |ii-PAR which can be removed from the cell 
surface by treatment with PI-PLC (see columns 55-56). US 5,519.120 teaches that the 
majority of the GPI-anchored proteins are susceptible to PI-PLC, which releases the 
proteins into the medium by removing the diacylglycerol portion of the glycolipid (see 
column 55, lines 54-60). Because ^i-PAR can be removed by the treatment of PI-PLC, 
its GPI-anchor would have a non-acetylated inositol ring as evidenced by Chen et al. 
(PNAS 1998, 95: 9512-9517, IDS). Chen et al. teach that the PI-PLC resistance of a 
GPI-anchored protein is due to acetylation of an inositol hydrpxyl group (see page 9512, 
left column, last paragraph). Moreover, US 5,519,120 teaches treating cells with PI- 
PLC (see column 55-56), the proteins, which are released into the medium by PI-PLC 
treatment, include all the GPI-anchored proteins that are present on the cell surface. 
Such GPI-anchored proteins would include those that are characterized by a non- 
acetylated inositol ring and diacyl glycerol as lipid tail of the anchor. Therefore the 
technical feature linking the inventions is not novel and does not provide contribution 
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over the prior art. As such, unity of invention is lacl^ing and the inventions are deemed 
to be separate. 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

In order for more than one species to be examined, the appropriate additional 
examination fees must be paid. The species are as follows: 

a) : SEQ ID N0.1 , SEQ ID N0.2, SEQ ID N0.3, SEQ ID N0.4, SEQ ID N0.5, SEQ 

ID N0.6, SEQ ID N0.7, SEQ ID NO .8, SEQ ID N0.9. SEQ ID NO.10. and SEQ 
IDN0.11. 

b) : melanoma, leukemia, renal cancer, lung cancer, breast cancer, colon cancer, 

gastric cancer, or any other form of cancer. 

The claims are deemed to correspond to the species listed above in the following 
manner: 

a) : claims Sand 11 

b) : claim 23. 

The following claim(s) are generic: 1-4, 6-10, 12-19, 20 and 24. 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the reasons set forth above (see paragraph 
2). 
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4. Applicant is advised that tlie reply to this requirement to be complete must 
include (I) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C.103 (a) of the other invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer ah inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 
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6. Any inquiry concerning tiiis communication or earlier communications from the 
examiner should be directed to Hong Sang whose telephone number is (571) 272 8145. 
The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanry R. Helms can be reached on (571 ) 272-0832. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hong Sang, Ph.D. 
Art Unit 1643 
April 10, 2007 




CHRISTOPHER H.Y/^N 
PRIMARY EXAMINER 



